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DETAILED ACTION 



Response to Continued Prosecution Application Request and Amendment 



1. This action is issued in reply to applicant's CPA(Paper #13) and Amendment B(Paper #14) 
both filed on 11/10/03. 

2. Independent claims 1,25,28 were amended, and the pending claims are 1,2,4,6-12,14-15,25- 
26,28-36,38-44. 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



4. Claims 1-2,6-12,15,25-26,28-36,38-44 are rejected under 35 USC 103(a) as unpatentable 
over Graff(US Pat. No: 5,802,501) in view of Luskin(US Pat. No: 5,812,987) in view of CIBC 
World Markets(ACIBC@) in view of The Canadian Jewish News(2/1 1/99)(ACJN) in view of 
Tull(US Pat. No: 5,946,667) and further in view of Lange(US Pat. No: 6,321,212). 



5. (AMENDED) As per claims 1,1 1,25,28 Graff teaches a computer-based method for 
administering financial instruments comprising the steps of establishing a trust(col 2 lines 
63-66)(col 36 lines 41-66) with trust units(col 5 line 5) each unit comprising a bond having a 
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maturity date(col 4 lines 1-31) and one or more shares of a security (col 4 line 47-col 5 line 8)(col 
30 lines 14-24) where the total number of shares is defined as a share ratio and a unit par price is 
determined based on the values of the underlying bond and the shares of the security at a 
predetermined time(Abstract)(col 2 line 60-col 3 line 17)(Fig l)(Fig 6)(col 1 1 lines 15-18)(col 24 
line 60-col 26 line 56).Graff fails to teach periodically computing the price of the trust units 
based on the share ratio for the period and the current values of the underlying bond and the 
shares of the security. Luskin teaches this(Abstract)(Fig 6/808/7 12)(Fig 8/809/807/81 1/81 3)(col 
2 line 29-63)(col 3 line 39-col 4 line 67) as well as comparing the computed price of the unit to a 
predetermined price and making a distribution to unit holders based on the comparison(col 5 
lines l-15)(col 6 line 5-16)(col 8 lines 7-19)(col 9 line 37-col 12 line 10).CIBC teaches 
distributing funds to investors.(Page 1) on an equity-linked note.(CJN(page 1) and Tull(Abstract) 
demonstrate that equity-linked notes are in the field of prior art.) Lange teaches that the 
composition of the trust changes with the distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 
lines 19-55)(col 8 line 49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 
6). It would have been obvious to one skilled in the art at the time of the invention to combine 
Graff in view of Luskin to teach the above. The motivation to combine is to teach a method for 
one to make appropriate investments to select investments that reflect risk-return trade-offs and 
to revise these investments through time in response to changing market conditions as enunciated 
by Luskin(col 2 lines 18-25). It also would have been obvious to one skilled in the art at the time 
of the invention to combine Graff in view of Luskin in view of CIBC and further in view of 
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Lange to teach all the above. The motivation to combine is to teach a method for financial risk 
management utilizing the dynamism of the contingent claims marketplace as enuinciated by 
Lange(col 5 line 62-col 6 line 59). 

6. As per claims 2 5 6 5 8X14)((22))(((19))),((((35))))X((((37))^ 41,(42),((43)), (((44))) 

Graff teaches making a final payment on the maturity date of the bond(Fig 5A)(Fig 5B)(Fig 
5C)(Fig 5D). Graff however fails to teach a method according to claims 
1 ? (H) 5 ((21)) 5 (((16))) ? ((((28)))), (((((27))))), ((((((28)))))) respectively wherein some of the 
distribution is made of shares of the security as well as the distribution comprising distributing 
the excess of the current price and the predetermined price and reinvesting distributions made to 
unit holders into new units(Fig 6/904) Luskin teaches this (col 5 lines l-15)(col 6 lines 5-16)(Fig 
6/808).It would have been obvious to one skilled in the art at the time of the invention to 
combine Graff in view of Luskin to teach the above. The motivation to combine is to teach a 
method for one to make appropriate investments to select investments that reflect risk-return 
trade-offs and to revise these investments through time in response to changing market 
conditions as enunciated by Luskin(col 2 lines 18-25).CIBC also teaches distributing funds to 
investors(Page 1) on an equity-linked note.(CJN(page 1) and Tull(Abstract) demonstrate that 
equity-linked notes are in the field of prior art.) Lange teaches that the composition of the trust 
changes with the distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 
49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6) and that payments 
are tied to performance of the linked elements. It would have been obvious to one skilled in the 
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art at the time of the invention to combine Graff in view of Luskin to teach the above. The 
motivation to combine is to teach a method for one to make appropriate investments to select 
investments that reflect risk-return trade-offs and to revise these investments through time in 
response to changing market conditions as enunciated by Luskin(col 2 lines 18-25).It also would 
have been obvious to one skilled in the art at the time of the invention to combine Graff in view 
of Luskin in view of CIBC and further in view of Lange to teach all the above. The motivation to 
combine is to teach a method for financial risk management utilizing the dynamism of the 
contingent claims marketplace as enuinciated by Lange(col 5 line 62-col 6 line 59). 
7. As per claims 4,12,20,33 Graff fails to teach according to the method of claims 2,1 1,19,28 
respectively comprising the step of converting the excess difference into an excess number of 
shares based on the current share price. Luskin teaches this(col 2 lines 38-47)(col 3 lines 2-5)(col 
3 line 57-60)(col 5 lines l-31).It would have been obvious to one skilled in the art at the time of 
the invention to combine Graff in view of Luskin to teach the above. The motivation to combine 
is to teach a method for one to make appropriate investments to select investments that reflect 
risk-return trade-offs and to revise these investments through time in response to changing 
market conditions as enunciated by Luskin(col 2 lines 18-25).CIBC teaches distributing funds to 
investors.(Page 1) on an equity-linked note.(CJN(page 1) and Tull( Abstract) demonstrate that 
equity-linked notes are in the field of prior art.) Lange teaches that the composition of the trust 
changes with the distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 
49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6). It also would have 
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been obvious to one skilled in the art at the time of the invention to combine Graff in view of 
Luskin in view of CIBC and further in view of Lange to teach all the above. The motivation to 
combine is to teach a method for financial risk management utilizing the dynamism of the 
contingent claims marketplace as enunciated by Lange(col 5 line 62-col 6 line 59). 
8. As per claims 21,34 Graff fails to teach the method of claims 20,33 respectively adjusting the 
share ratio of the trust units to reflect the distributed number of shares.Luskin teaches 
this(Abstract)(Fig 6/808/7 12)(Fig 8/809/807/81 l/813)(col 2 line 29-63)(col 3 line 39-col 4 line 
67).It would have been obvious to one skilled in the art at the time of the invention to combine 
Graff in view of Luskin to teach the above. The motivation to combine is to teach a method for 
one to make appropriate investments to select investments that reflect risk-return trade-offs and 
to revise these investments through time in response to changing market conditions as enunciated 
by Luskin(col 2 lines 18-25).CIBC teaches distributing funds to investors.(Page 1) on an 
equity-linked note.(CJN(page 1) and Tull(Abstract) demonstrate that equity-linked notes are in 
the field of prior art.) Lange teaches that the composition of the trust changes with the 
distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 49-col 11 line 
16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6). It would have been obvious to one 
skilled in the art at the time of the invention to combine Graff in view of Luskin to teach the 
above. The motivation to combine is to teach a method for one to make appropriate investments 
to select investments that reflect risk-return trade-offs and to revise these investments through 
time in response to changing market conditions as enunciated by Luskin(col 2 lines 18-25).It also 
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would have been obvious to one skilled in the art at the time of the invention to combine Graff in 
view of Luskin in view of CIBC and further in view of Lange to teach all the above. The 
motivation to combine is to teach a method for financial risk management utilizing the dynamism 
of the contingent claims marketplace as enunciated by Lange(col 5 line 62-col 6 line 59). 
9. As per claims 7,15,36 Graff fails to teach the method of claims 4,12,35 respectively 
comprising the step of reinvesting distributions made to unitholders. Luskin teaches this(col 2 
lines 38-47)(col 3 lines 2-5)(col 3 line 57-60)(col 5 lines l-31).It would have been obvious to one 
skilled in the art at the time of the invention to combine Graff in view of Luskin to teach the 
above. The motivation to combine is to teach a method for one to make appropriate investments 
to select investments that reflect risk-return trade-offs and to revise these investments through 
time in response to changing market conditions as enunciated by Luskin(col 2 lines 18-25). CIBC 
teaches distributing funds to investors.(Page 1) on an equity-linked note.(CJN(page 1) and 
Tull(Abstract) demonstrate that equity-linked notes are in the field of prior art.) Lange teaches 
that the composition of the trust changes with the distribution Abstract)(Fig 4/265/267)(Fig 
5/460)(col 7 lines 19-55)(col 8 line 49-col 11 line 16)(col 28 line 12-col 36 line 12)(col 63 line 
60-col 68 line 6).It also would have been obvious to one skilled in the art at the time of the 
invention to combine Graff in view of Luskin in view of CIBC and further in view of Lange to 
teach all the above. The motivation to combine is to teach a method for financial risk 
management utilizing the dynamism of the contingent claims marketplace as enunciated by 
Lange(col 5 line 62-col 6 line 59). 
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10. As per claim 9,18 Graff teaches a computer software product for implementing the steps of 
the method of claim 1 on a computer(Abstract)(col 5 lines 1 l-23)(col 5 line 65-col 6 line 23). 

1 1. As per claims 10,39 Graff fails to teach a computer software product of claims 9,28 
comprising an Excel spreadsheet program. Luskin teaches this (col 5 line 66-col 6 line 4).It 
would have been obvious to one skilled in the art at the time of the invention to combine Graff in 
view of Luskin to teach the above. The motivation to combine is to teach a method for one to 
make appropriate investments to select investments that reflect risk-return trade-offs and to 
revise these investments through time in response to changing market conditions as enunciated 
by Luskin(col 2 lines 18-25).CIBC teaches distributing funds to investors. (Page 1) on an 
equity-linked note.(CJN(page 1) and Tull(Abstract) demonstrate that equity-linked notes are in 
the field of prior art.) Lange teaches that the composition of the trust changes with the 
distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 49-col 11 line 
16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6). It would have been obvious to one 
skilled in the art at the time of the invention to combine Graff in view of Luskin to teach the 
above. The motivation to combine is to teach a method for one to make appropriate investments 
to select investments that reflect risk-return trade-offs and to revise these investments through 
time in response to changing market conditions as enunciated by Luskin(col 2 lines 18-25).It also 
would have been obvious to one skilled in the art at the time of the invention to combine Graff in 
view of Luskin in view of CIBC and further in view of Lange to teach all the above. The 
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motivation to combine is to teach a method for financial risk management utilizing the dynamism 
of the contingent claims marketplace as enunciated by Lange(col 5 line 62-col 6 line 59). 

12. As per claim 17 Graff teaches the system of claim 16 wherein the database is an access 
database(col 11 lines 18-58)(Fig 2). 

13. As per claim 26 Graff fails to teach the method of claim 25 wherein some of the distribution 
to unit holders is made in shares of the security. Luskin teaches this (col 5 lines l-15)(col 6 line 
5-16)(col 8 lines 7-19)(col 9 line 37-col 12 line 10).It would have been obvious to one skilled in 
the art at the time of the invention to combine Graff in view of Luskin to teach the above. The 
motivation to combine is to teach a method for one to make appropriate investments to select 
investments that reflect risk-return trade-offs and to revise these investments through time in 
response to changing market conditions as enunciated by Luskin(col 2 lines 18-25).CIBC teaches 
distributing funds to investors.(Page 1) on an equity-linked note.(CJN(page 1) and Tull( Abstract) 
demonstrate that equity-linked notes are in the field of prior art.) Lange teaches that the 
composition of the trust changes with the distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 
lines 19-55)(col 8 line 49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 
6). It would have been obvious to one skilled in the art at the time of the invention to combine 
Graff in view of Luskin to teach the above. The motivation to combine is to teach a method for 
one to make appropriate investments to select investments that reflect risk-return trade-offs and 
to revise these investments through time in response to changing market conditions as enunciated 
by Luskin(col 2 lines 18-25).It also would have been obvious to one skilled in the art at the time 
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of the invention to combine Graff in view of Luskin in view of CIBC and further in view of 
Lange to teach all the above. The motivation to combine is to teach a method for financial risk 
management utilizing the dynamism of the contingent claims marketplace as enuinciated by 
Lange(col 5 line 62-col 6 line 59). 

14. As per claim 29 Graff fails to teach specifically that the security selected is among the large 
cap stocks. Luskin teaches this(col 2 lines 32-34)(col 4 lines 43-49)(col 6 lines 13-18)(col 8 lines 
8-61)(Table l).It would have been obvious to one skilled in the art at the time of the invention to 
combine Graff in view of Luskin to teach the above. The motivation to combine is to teach a 
method for one to make appropriate investments to select investments that reflect risk-return 
trade-offs and to revise these investments through time in response to changing market 
conditions as enunciated by Luskin(col 2 lines 18-25). CIBC teaches distributing funds to 
investors.(Page 1) on an equity-linked note.(CJN(page 1) and Tull(Abstract) demonstrate that 
equity-linked notes are in the field of prior art.) Lange teaches that the composition of the trust 
changes with the distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 
49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6). It would have been 
obvious to one skilled in the art at the time of the invention to combine Graff in view of Luskin 
to teach the above. The motivation to combine is to teach a method for one to make appropriate 
investments to select investments that reflect risk-return trade-offs and to revise these 
investments through time in response to changing market conditions as enunciated by Luskin(col 
2 lines 18-25).It also would have been obvious to one skilled in the art at the time of the 
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invention to combine Graff in view of Luskin in view of CIBC and further in view of Lange to 
teach all the above. The motivation to combine is to teach a method for financial risk 
management utilizing the dynamism of the contingent claims marketplace as enunciated by 
Lange(col 5 line 62-col 6 line 59). 

15. As per claim 30 Graff fails to teach the method of claim 28 wherein the long-term bond issue 
is a US Treasury strip. Luskin teaches this(col 2 lines 32-34)(col 2 lines 62-63)(col 4 lines 
43-49)(col 6 lines 13-18)(col 8 lines 8-61)(Table l)..It would have been obvious to one skilled in 
the art at the time of the invention to combine Graff in view of Luskin to teach the above. The 
motivation to combine is to teach a method for one to make appropriate investments to select 
investments that reflect risk-return trade-offs and to revise these investments through time in 
response to changing market conditions as enunciated by Luskin(col 2 lines 18-25).CIBC teaches 
distributing funds to investors.(Page 1) on an equity-linked note.(CJN(page 1) and Tull(Abstract) 
demonstrate that equity-linked notes are in the field of prior art.) Lange teaches that the 
composition of the trust changes with the distribution Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 
lines 19-55)(col 8 line 49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 
6). It would have been obvious to one skilled in the art at the time of the invention to combine 
Graff in view of Luskin to teach the above. The motivation to combine is to teach a method for 
one to make appropriate investments to select investments that reflect risk-return trade-offs and 
to revise these investments through time in response to changing market conditions as enunciated 
by Luskin(col 2 lines 18-25). It also would have been obvious to one skilled in the art at the time 
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of the invention to combine Graff in view of Luskin in view of CIBC and further in view of 
Lange to teach all the above. The motivation to combine is to teach a method for financial risk 
management utilizing the dynamism of the contingent claims marketplace as enunciated by 
Lange(col 5 line 62-col 6 line 59). 

16. As per claim 3 lGraff fails to teach the method of claim 30 wherein the term for the bond is 
between 20-30 years. Luskin teaches this(col 2 lines 32-34)(col 4 lines 43-49)(col 6 lines 
13-18)(col 8 lines 8-61)(Table l).It would have been obvious to one skilled in the art at the time 
of the invention to combine Graff in view of Luskin to teach the above. The motivation to 
combine is to teach a method for one to make appropriate investments to select investments that 
reflect risk-return trade-offs and to revise these investments through time in response to changing 
market conditions as enunciated by Luskin(col 2 lines 18-25).CIBC teaches distributing funds to 
investors.(Page 1) on an equity-linked note.(CJN(page 1) demonstrates that equity-linked notes 
are in the field of prior art.) Lange teaches that the composition of the trust changes with the 
distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 49-col 1 1 line 
16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6). It would have been obvious to one 
skilled in the art at the time of the invention to combine Graff in view of Luskin to teach the 
above. The motivation to combine is to teach a method for one to make appropriate investments 
to select investments that reflect risk-return trade-offs and to revise these investments through 
time in response to changing market conditions as enunciated by Luskin(col 2 lines 18-25). It also 
would have been obvious to one skilled in the art at the time of the invention to combine Graff in 
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view of Luskin in view of CIBC and further in view of Lange to teach all the above. The 
motivation to combine is to teach a method for financial risk management utilizing the dynamism 
of the contingent claims marketplace as enunciated by Lange(col 5 line 62-col 6 line 59). 
17. As per claim 32 Graff fails to teach the method of claim 28 wherein the period for 
determining the value of the trust units is quarterly. Luskin teaches this(Abstract)(Fig 
6/808/7 12)(Fig 8/809/807/81 1/81 3)(col 2 line 29-63)(col 3 line 39-col 4 line 67).Furthermore 
Luskin teaches this method for a company 40 IK retirement which is reviewed quarterly(col 2 
lines 50-53). It would have been obvious to one skilled in the art at the time of the invention to 
combine Graff in view of Luskin to teach the above. The motivation to combine is to teach a 
method for one to make appropriate investments to select investments that reflect risk-return 
trade-offs and to revise these investments through time in response to changing market 
conditions as enunciated by Luskin(col 2 lines 18-25).CIBC teaches distributing funds to 
investors.(Page 1) on an equity-linked note.(CJN(page 1) and Tull(Abstract) demonstrate that 
equity-linked notes are in the field of prior art.) Lange teaches that the composition of the trust 
changes with the distribution(Abstract)(Fig 4/265/267)(Fig 5/460)(col 7 lines 19-55)(col 8 line 
49-col 1 1 line 16)(col 28 line 12-col 36 line 12)(col 63 line 60-col 68 line 6). It would have been 
obvious to one skilled in the art at the time of the invention to combine Graff in view of Luskin 
to teach the above. The motivation to combine is to teach a method for one to make appropriate 
investments to select investments that reflect risk-return trade-offs and to revise these 
investments through time in response to changing market conditions as enunciated by Luskin(col 
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2 lines 18-25).It also would have been obvious to one skilled in the art at the time of the 
invention to combine Graff in view of Luskin in view of CIBC and further in view of Lange to 
teach all the above. The motivation to combine is to teach a method for financial risk 
management utilizing the dynamism of the contingent claims marketplace as enuinciated by 
Lange(col 5 line 62-col 6 line 59). 

198 As per claim 40 Graff teaches the system of claim 39 further comprising information about 
the trust units and customer accounts in a database accessible by the account administrator(Fig 
3)(Fig 2/32)(col 16 lines 26-39). 



19. Applicant's arguments with respect to claims cited have been considered but are moot in 
view of the new ground(s) of rejection. 

Conclusion 

20. THIS ACTION IS MADE NON-FINAL. 



of record, Dr. Geoffrey Akers, P.E., who can be reached between 6:30 AM and 5:00 PM Monday 
through Friday at 703-306-5844. If attempts to contact the primary examiner are unsuccessful, 
the primary examiner's superior, Mr. Vincent Millin, SPE, may be telephoned at (703)-308-1065. 



Response to Arguments 



21. 



Questions concerning this communication should be addressed to the primary examiner 




DR. GEOFFREY R. AKERS, RE. 
PRfSSARVEXAMfKEf? 



